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DETAILED ACTION 

Claim Objections 

Claims 15,16 and 24 are objected to because of the following informalities: 

Claim 15 recites in the preamble "an ultrasonic surgical instrument," however the body of 
the claim only claims an ultrasonic blade without any other structural limitations which would 
make the blade useable as a surgical instrument. It is suggested that the existing preamble be 
deleted to form a more appropriate claim preamble of "an ultrasonic blade". 

Claim 15 recites "comprising a second cross-sectional area and different from the first 
cross-sectional area" in 11. 5-6. It is suggested this be changed to -comprising a second cross- 
sectional area different from the first cross-sectional area--. 

Claim 16 recites "comprising a second cross-sectional area and different from the first 
cross-sectional area" in 11. 10-11. It is suggested this be changed to -comprising a second cross- 
sectional area different from the first cross-sectional area--. 

Claim 24 recites "comprising a second cross-sectional area and different from the first 
cross-sectional area" in 11. 4-5. It is suggested this be changed to -comprising a second cross- 
sectional area different from the first cross-sectional area--. 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was know n or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 
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Claims 15-18, 20, 21, 24, 25 and 27 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Okada et al. (US 6340352 Bl). 

Regarding claim 15, Okada discloses an ultrasonic surgical instrument [Fig. 3] having an 
ultrasonic blade [143] having more than one-half wave segment [Fig. 36B] comprising a first 
portion [larger diameter section between both 143b sections in Fig. 36B], a second portion [143b 
on left] and a third portion [143b on right] wherein the first portion comprises a first cross- 
sectional area [Fig. 36B], the second and third portions comprise a second cross-sectional area 
[Fig. 36B] different from the first cross-sectional area and wherein the first portion comprises a 
distal end and a proximal end, the distal end connected to the second portion and the proximal 
end connected to the third portion [Fig. 36B], the third portion defining a first node and the 
second portion defining a second node, the first and second nodes defining a one-half wave 
segment [Fig. 36B]. 

Regarding claim 16, Okada discloses an ultrasonic surgical instrument [11] comprising a 
housing [103, Fig. 28], a tubular sheath [111] having a proximal end joined to the housing [Fig. 
27], an ultrasonic waveguide [143] having an end effector [141] extending distally of the distal 
end of the tubular sheath [Fig. 27], the waveguide having more than one-half wave segment [Fig. 
36B] comprising a first portion [larger diameter section between both 143b sections in Fig. 36B], 
a second portion [143b on left] and a third portion [143b on right] wherein the first portion 
comprises a first cross-sectional area [Fig. 36B], the second and third portions comprise a second 
cross-sectional area [Fig. 36B] different from the first cross-sectional area and wherein the first 
portion comprises a distal end and a proximal end, the distal end connected to the second portion 
and the proximal end connected to the third portion [Fig. 36B], the third portion defining a first 
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node and the second portion defining a second node, the first and second nodes defining a one- 
half wave segment [Fig. 36B]. 

Regarding claim 17, Okada discloses a clamp arm [142] pivotally mounted on the distal 
end of the tubular sheath for pivotal movement with respect to the end effector. 

Regarding claim 18, Okada discloses the first cross-sectional area is greater than the 
second cross-sectional area [Fig. 36B]. 

Regarding claim 20, Okada discloses the first cross-sectional area is constant [Fig. 36B]. 

Regarding claim 21, Okada discloses the second cross-sectional area is constant [Fig. 

36B]. 

Regarding claim 24, see rejection of claim 15. 
Regarding claim 25, see rejection of claim 18. 
Regarding claim 27, see rejection of claim 20. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 15-27 are rejected under 35 U.S.C. 103(a) as being unpatentable over Haibel, 
Jr. et al. (US 6254623 Bl). 

Regarding claim 15, Haibel teaches an ultrasonic surgical instrument [Fig. 1] having an 
ultrasonic blade [96] having a one -half wave segment comprising a first portion [Fig. 1, 48], a 
second portion [50] and a third portion [46] wherein the first portion comprises a first cross- 
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sectional area, the second and third portions comprise a second cross-sectional area different 
from the first cross-sectional area and wherein the first portion comprises a distal end and a 
proximal end, the distal end connected to the second portion and the proximal end connected to 
the third portion [Fig. 1]. Haibel also teaches the blade is capable of having more than one half 
wave segment [col. 4, 11. 64-66], but fails to specifically teach the third portion defining a first 
node and the second portion defining and second node, the first and second nodes defining a one 
half wave segment. However, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the number and position of the nodes as taught by 
Haibel to be positioned as claimed since it was known in the art that the number and position of 
nodes are relative only to the vibratory frequency applied to the blade, and since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Aller, 105 USPQ 233. 

Regarding claim 16, Haibel teaches an ultrasonic surgical instrument comprising a 
housing [100], a tubular sheath [36] having a proximal end joined to the housing, an ultrasonic 
waveguide [96] having an end effector [98] extending distally of the distal end of the tubular 
sheath, the waveguide having a one-half wave segment comprising a first portion [Fig. 1, 48], a 
second portion [50] and a third portion [46] wherein the first portion comprises a first cross- 
sectional area, the second and third portions comprise a second cross-sectional area different 
from the first cross-sectional area and wherein the first portion comprises a distal end and a 
proximal end, the distal end connected to the second portion and the proximal end connected to 
the third portion [Fig. 1]. Haibel also teaches the blade is capable of having more than one half 
wave segment [col. 4, 11. 64-66], but fails to specifically teach the third portion defining a first 
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node and the second portion defining and second node, the first and second nodes defining a one 
half wave segment. However, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the number and position of the nodes as taught by 
Haibel to be positioned as claimed since it was known in the art that the number and position of 
nodes are relative only to the vibratory frequency applied to the blade, and since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine skill in the art. In re Alter, 105 USPQ 233. 

Regarding claim 17, Haibel teaches a clamp arm [42] pivotally mounted on the distal end 
of the sheath [col. 5, 11. 55-56]. 

Regarding claims 18 and 22, if the first portion is now interpreted to be element 50, and 
the second and third portions are interpreted to be elements 98 and 48, the first cross-sectional 
area is now greater than the second cross-sectional area. Haibel further teaches the second cross- 
section is variable [see cross-section of 98, Fig. 1]. 

Regarding claim 19, Haibel teaches the first cross-sectional area is less than the second 
cross-sectional area [col. 5, 11. 29-32]. 

Regarding claim 20, Haibel teaches the first cross-sectional area is constant [col. 5, 11. 28- 

29]. 

Regarding claim 21, Haibel teaches the second cross-section area [here interpreted as the 
cross-sectional area of second portion 50] is constant [col. 5, 11. 37-38]. 

Regarding claim 23, Haibel teaches the second cross-sectional area is variable [col. 5, 11. 

38-39]. 

Regarding claim 24, see rejection of claim 15. 
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Regarding claim 25, if the first portion is now interpreted to be element 50, and the 
second and third portions are interpreted to be elements 98 and 48, the first cross-sectional area 
is now greater than the second cross-sectional area. 

Regarding claim 26, see rejection of claim 19. 

Regarding claim 27, see rejection of claim 20. 

Double Patenting 

Applicant is advised that should claims 15 and 18-20 be found allowable, claims 24-27 
will be objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two claims 
in an application are duplicates or else are so close in content that they both cover the same 
thing, despite a slight difference in wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). 

Response to Arguments 

Applicant's arguments with respect to claims 15-27 have been considered but are moot in 
view of the new ground(s) of rejection. 

The Haibel reference has been reinterpreted to read on the claims, in addition to the 
Okada reference, as seen above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US 20030023257 Al Ishikawa, Manabu et al. Ultrasonic trocar 


Application/Control Number: 10/669,926 Page 8 

Art Unit: 3739 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTORIA W. CHEN whose telephone number is (571)272- 
3356. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy D. Gibson/ 

Primary Examiner, Art Unit 3739 

/Victoria W Chen/ 
Examiner, Art Unit 3739 


